
 

PART IV 

An application for registration 

Filing an application for registration   

7.  (1)  An application for registration of trademark including series of trademark 

under section 17 of the Act shall be filed with the Registrar together with the payment 

of prescribed fee according to the Regulations on the application for registration, 

representation of trademark, claim to priority, classification of goods or services, 

translation and transliteration or voluntary disclaimer.  

(2) All the requirements under the Act and Regulations on filing the application for 

registration of trademark shall be applicable.  

 

(3)  The model form of the application for registration of trademark is specified in 

the Fourth Schedule. 

(4)  For the purpose of filing an application for registration as stipulated under the 

Regulations, the applicant, upon filing the application, shall provide— 

(a) name; 

(b) address;  

(c) a clear indication of the nature of the trademark;  

(d) graphical representation of the trademark; and   

(e) for trademark relating to colour, the limitation as to colour of the 

trademark. 

 

(5)  For the purpose of providing a representation of the trademark, the applicant 

shall provide— 

 



 

(a) a clear and durable graphical representation of the trademark in the 

column provided for that purpose in the application for registration of 

trademark.  

Examples: 

 

(i) Representation of trademark consisting of word or words  

The representation for the word mark shall be in standard font including 

Times New Roman or Arial. 

 

Example of word mark in standard font (Arial):   

 

FELDA 

 

 

(ii) Representation of trademark consisting of stylized word   

 

Example of stylized word 

 

 

 

(iii) Representation of device  

Example of device 

 

 

 

 



 

(iv) Representation of combination of device and word 

 

Example of combination of device and word 

 

 

 

 

 

 

(v) Representation of the trademark for shape of goods or their 

packaging 

Example of packaging: 

 

 

 

 

(vi) Representation of Sound  

Explanation: 

 

It is mandatory to provide electronic sound file (sound record). 

Acceptable format is MP3. In addition, the applicant may submit to the 

Registrar the musical notation.  

 

Example of acceptable musical notation: 

 



 

 

 

 

 

(vii) Representation of single colour 

 

Example of the graphic representation for single colour  

 

 

 

 

Example of the graphic representation for single colour  

 

 

 

 

 

 



 

 

Example of the graphic representation for combination of single colour 

and positioning 

 

 

 

 

 

(viii)       Representation of combination of colours and the shape of 

the goods 

 

Example of the graphic representation for combination of colours and 

the shape of the goods 

 

 

 

 

 



 

Example of the graphic representation for combination of colours  

 

 

 

 

(ix) Representation of Scent  

 

Explanation: 

 

It is mandatory to provide the Registrar with the description of the 

scent. The applicant may also provide the Registrar with the chemical 

composition or formula of the scent. 

 

Example of acceptable chemical composition or formula of the scent: 

 

 

The chemical formula referring to the scent of balsamically 

fruity with a slight hint of cinnamon. 

 

 

 

 

 

 

 

 



 

(x) Representation of hologram  

 

Explanation:  

 

An applicant shall provide the Registrar a graphic or photographic 

reproduction containing a maximum of six (6) views which are 

necessary to sufficiently identify the holographic effect in its entirety.  

 

The applicant may submit to the Registrar a video file in MP4 or AVI 

format. The size of the video file shall not exceed 50MB. 

 

Example of graphic representation for hologram mark: 

 

 

 

 

(xi) Representation of Positioning  

 

An applicant shall provide the Registrar with a solid line on the part where 

the applicant wants to claim registration and dotted line to denote the part 

where the applicant does not want to claim.  

 

 

 

 

 

 



 

 

Example of the representation of the position mark:  

 

 

 

 

(xii) Representation of Sequence of motion  

  

The applicant shall provide the Registrar with a graphic representation of 

the sequence of motion in the form of a series of still images of the mark to 

show the movement in all different views. The views provided by the 

applicant shall be numbered or accompanied by a description explaining 

the sequence and detailed description explaining the movement of the 

motion mark. 

 

An applicant may also submit a video file showing the movement of the 

sequence of motion in MP4 and AVI format. The size of the video file shall 

not exceed 50MB. 

 

 

 

 

 

 



 

 

Example of the representation of the position mark 

 

 

 

 

(xiii) Representation of series mark 

 

Examples of series mark (words): 

 

1. Differences in statements or representations as to the goods or 

services in relation to which the trademarks are used or intended 

to be used; 

Example: Fanta Orange, Fanta Apple 

 

2. Differences in statements or representations as to number, price 

or quality. 

Example: BUTTERFLY 1, BUTTERFLY 2 

 

3. Differences in standard fonts which does not substantially affect 

the identity of the trademarks: 

 



 

 

 

 

 

 

 

4. Differences in the colour of any part of the trademark 

                              

 

Example of acceptable series mark based on differences in colour 

 

 

 

 

 

 

 

 



 

(b) a description of the trademark expressed in words. 

Explanation: 

 

It must be noted that this requirement is applicable to non-traditional 

trademark only. 

 

Example: 

 

(i)  Shape of goods or their packaging 

 

 

Example of Description of the shape of its packaging for the above 

trademark: 

 

 

 

Description of the mark: The trademark consists of a shape of the 

packaging of the goods with the words "Carte D'or" appearing thereon. 

 

 

(ii) Sound mark 

 

 It is mandatory to provide a description of the sound. The 

description shall be in detail and specific. 

 Sonographs alone are not acceptable.   

 Description of a sound mark that is not precise is not accepted.  

 



 

 

Example of the acceptable description for the sound mark 

 

‘The mark consists of a sound mark comprised of the following musical 

notes; a, c, f sharp, g, h in the musical notation as shown in the 

representation attached to the application form’. 

 

 

(iii) Colour mark 

- An applicant shall provide the description of how the colour is applied 

to the goods or used in relation to the services. 

- It is also mandatory for an applicant to supply the Pantone colour 

code to describe the colour. 

Example of the acceptable description of the single colour 

 

Trademark Number (Australia): 1120614 

 

 

 

Description of the mark:  

The trademark is the colour PURPLE depicted in the representation 

attached to the application form being approximated by reference PMS 

2685C in the Pantone Colour Formula Guide and used in relation to the 

designated goods. 

 

Class 30: Block chocolate; boxed chocolate 

 

Owner: Cadbury UK Limited  



 

Example of the acceptable description of combination of colours 

 

Trademark Number (Australia): 999983 

 

 

 

Description of the trademark: 

The trademark is a colour. It consists of the colours RED (specifically 

identified as PMS 032) and YELLOW (specifically identified as PMS 116), 

applied to packaging and advertising materials for fresh kiwi fruit as 

shown in the representations attached to the application form. 

 

 

Class 16: 

Printed matter, promotional material; packaging materials made from 

paper and plastic (not included in other classes); books and booklets; 

stationery in this class; paper, cardboard and goods made from these 

materials; photographs; instructional and teaching materials; 

publications; all the foregoing being in relation to kiwi fruit 

 

Class 31: 

    Kiwi fruit 

 

Owner: Zespri Group Limited 

 

 

 

 

 



 

(iv) Scent  

 

- An applicant shall include the description of the scent in clear and precise 

description.  

- Vague description without associating the scent with the goods or 

services is not acceptable.  

 

 

Examples of acceptable description of the scent  

 

“The trade mark is a scent mark.  It consists of the smell of freshly cut 

grass for tennis balls”. 

 

“The application is a scent mark, consisting of the smell of roses 

applied to car tyres.” 

(v) Hologram 

 

- The application shall also be supported by a written statement which 

precisely describes the multiple views of the hologram when it is viewed 

from different angles.  

 

                    

                  Example of acceptable description of hologram: 

 

 

 



 

‘The trademark is rectangular in shape with rounded edges and is 

placed on the product. The trademark will appear to shift and 

various elements will come into focus, alternatively disappear, as the 

viewer sees the mark from different angles. Elements include, but are 

not exclusively made up of, a circular shaped figure appearing to 

hold a round ball within, and the opening holding the ball being 

divided into two asymmetrical parts, by a curves stripe and the text 

Sony. 

 

 

(vi) Positioning 

- It is mandatory to give description of the position mark. The 

description shall clearly describe the trademark itself and the 

manner how and the position where the trademark is used on the 

goods or services. 

 

Example of the description of the mark for positioning mark 

 

 

 



 

 

(vii) Sequence of motion  

- An applicant shall provide the description of the sequence of motion in 

clear and precise details. 

 

 

Example of the acceptable description of a sequence of motion  

 

“The trademark is a sequence of motion.  It consists of a yellow balloon 

with a face drawn on it which floats from the bottom left corner of the 

screen to the top right corner, while the facial expression changes over 

the course of the traverse from frowning to smiling. ” 

 

 

 

Example 2 of the acceptable description of a sequence of motion  

 

           

 

‘The trademark consists of the unique motion in which the door of a 

vehicle is opened. The doors move parallel to the body of the vehicle 

but are gradually raised above the vehicle to a parallel position. The 

matter shown in dotted lines is not part of the mark.’ 

 

 

 

 

 



 

(6) For the purpose of claiming a right of priority, the applicant shall include the 

particulars of that claim in the application for registration of trademark at the 

time of filing the application or not later than three days from the date of filing 

of such application. 

 

(7)  The application for registration of trademark shall contain, for each class of 

goods or services to which the application relates— 

 

(a) class number as provided in the classification of goods or services as 

specified in the Third Schedule; and 

 

(b) a specification of those goods or services. 

 

 Explanation: 

 

For the purpose of subparagraph (7)(b), the applicant may adopt a specification 

set out in the pre-approved list as provided in the classification of goods or 

services as specified in item 3 of the Third Schedule. 

 

The pre-approved list is specified in the First Schedule. 

 

 

(8)  Where a trademark contains or consists of a word which is not in Roman 

characters, or the national language or English language, the applicant shall, 

unless the Registrar otherwise directs, upon filing the application for 

registration of the trademark, furnish the Registrar with the following 

information: 

(a) a translation of the word in the national language or English language; 

 

 



 

Example  

 

The following sentence is an example of the translation which could be 

provided:  

 

The German word “Das Lächeln” appearing in the trademark means “The 

Smile”. 

 

 

(b) a transliteration of the word, if the case requires; and 

 

Example 

 

For example, for the trademark contains the Chinese characters “吉隆坡

”, the following statement needs to be included:  

 

The transliteration of the Chinese characters in the mark is “Ji Long Po” 

meaning “Kuala Lumpur”.  

 

 

 

(c) the language to which the word belongs. 

 

(9)  Upon filing the application for registration of trademark, the applicant may 

voluntarily disclaim any right to the exclusive use of any specified element of 

the trademark.  

 

Example of acceptable voluntary disclaimer 

 



 

COLGATE ACTIVE CLEAN 

 

Voluntary Disclaimer: Registration of this trademark shall give no right to 

the exclusive use of the words 'Active Clean'. 

 
 

 

(10)  For the purpose of filing of an application of registration of trademark, the 

calculation of payment is stipulated as follows: 

Type of application Fee   Each 

additional 

class 

With Pre-

approved 

list of goods 

& services 

 

Standard  

 

RM950 

RM1,100  

RM950 

RM1,100                                        

Yes 

No 

Request for 

preliminary advice 

and search  

 

RM250  RM250  Yes  

Request for expedited 

examination of a 

trademark 

application 

 

RM1,000  RM1,000  NA 

 



 

Filing an application for registration of series trademark 

8.  An applicant who wishes to apply for series of trademarks shall submit an application 

of trademark registration. In that application form, the applicant shall indicate in the 

application that the applicant wishes to make application of series of trademarks and 

pay the prescribed fee. 

 

Filing of application for registration of collective mark or certification mark and its 

rules 

9.  (1) For the purpose applying for registration of collective mark and certification 

mark, requirements under section 17 of the Act and the requirements under the First 

Schedule and the Second Schedule of the Act shall be applicable on the applicant for 

registration of collective mark or certification mark.  

 

(2) In addition to paragraph 9(1), the applicant has to file the rules governing the 

use of collective mark and certification mark according to the First Schedule 

and the Second Schedule of the Act.  

 

(3) The content of the rules of certification mark is as follows: 

(a)  the persons authorized to use the certification mark 

 

Explanation: 

 

The rules must specify that the use of the certification mark must be open to 

any person who is able to produce goods or services of the required 

standard or other characteristic and who is willing to abide by the 

conditions governing its use.   

 



 

Example: The use of the certification mark is limited to the persons that had 

produced the goods or service in accordance with Rules 8. 

 

 

(b)  the characteristics to be certified by the certification mark; 

Explanation: 

 

The rules must indicate the conditions that need to be fulfilled by the 

authorized user in order to get the certification. The rules must also 

indicate certain type of standard that the goods or services need to 

achieved. Finally, the conditions must be clear and detailed. 

 

Example of the conditions: 

 

General Requirements for Certification 

5.1 Requirements of Raw Materials/ Ingredient/ Processing Aid: 

i.  Ensure raw material/ ingredient sources are halal and safe; 

ii. Raw material/ ingredient which are sourced from animal shall have a 

valid halal certificate; 

iii.  Sources of imported animal-based raw materials shall come from 

approved plants by JAKIM and Department of Veterinary Services 

(DVS); 

iv.    Raw material without halal certification shall be accompanied with  

complete specification (indicating material composition, flow chart and 

its raw material sources); 

v.       Raw materials, processing aid and product/ menu shall be listed in 

detail in the application form; and 

vi. Non-halal raw material/ ingredient is not allowed to be stored in the 

premise 

  



 

 

(c)  how the proprietor is to test those characteristics; 

(d)  how the proprietor supervises the use of the certification mark; and 

 

Explanation: 

 

The rules need to state mechanism for the proprietor of the certification 

mark to supervise the use of the certification mark. 

This is to ensure that the proprietor of the certification mark have proper 

control of the use. 

 

Example: 

 

All Malaysia Halal Certificate holders or anyone who use any halal 

statement/ label/ logo is subject to monitoring and enforcement. All 

inspection for monitoring and enforcement shall be conducted without 

earlier noticed based on MPPHM  2014 and other regulations currently 

enforced. After the inspection, a copy of the Malaysia Halal Certification 

Monitoring Notice (Notis Pemantauan Pensijilan Halal Malaysia) will be 

given by the Inspection Officer to the company. 

 

 

(e)  the procedures for resolving disputes between the proprietor and 

authorized user. 

Explanation: 

 

Rules must specify the procedures that need to be followed in resolving 

disputes between the proprietor and authorized user. 

 



 

Example of procedures for resolving dispute between the proprietor and 

the authorized user 

 

Chapter 10: Monitoring and Enforcement 

10.10 Dispute 

i.  Dispute can be submitted beginning from the application process until 

before the decision of the Halal Certification Panel is being released; 

ii.    Submission of dispute can influence the time for processing of the 

application; and 

iii.    Decision on the dispute is final. 

 

 

(4)  In addition to paragraph (3), if the certification mark consists geographical 

indication, the content of the rules is as follows: 

 

 (a)  the country, region or locality where the goods or services originated 

from; 

Example: 

 

 

 

 

 

 

 

 



 

(b)  the quality, reputation or other characteristic of the goods or services 

which is essentially attributable to its geographical origin; 

Example: 

The Certification Mark certifies that the products on which the Certification 

Mark is used are produced in accordance with the provisions of the Code. 

The time of filing these Regulations, the Code provides that a wine may be 

labelled with the viticultural area appellation of “Napa Valley” if not less 

than 85 percent of the wine is derived from grapes grown within the 

boundaries of the viticultural area of Napa Valley, and the wine is produced 

and finished in California. The characteristics stated above cannot be 

scientifically tested. 

 

 

(c)  the existing protection or registration of geographical indication in 

the country, region or locality of origin; and 

Example: 

The name “NAPA VALLEY” is recognized as a “viticultural area” in 

the United States pursuant to the Section 9.23 of Title 27 of the 

U.S. Code of Federal Regulation (“Code”). 
 

 

 

 

 

 

 



 

(d)  the use of the geographical indication in the country, region or locality 

of origin. 

Example: 

Certification Mark: 

 

Class: 31 

Goods: Grapes, fresh. 

 

 
 

 

(5)  The content of the rules of collective mark is as follows: 

  (a)  the persons authorized to use the collective mark; 

Explanation: 

The rules must specify the person authorized to use the collective mark. In 

association, sometimes there are different type of membership. So, the 

rules must state the type of membership that are authorized to use the 

collective mark. 

 

Example: 



 

The use of the collective mark must be restricted to the lifelong and 

ordinary members of the association. The honorary members are not 

authorized to use the collective mark.  

 

 

 (b)  the conditions of membership of the association; 

Explanation: 

 

Every member of association has certain conditions to be fulfilled before 

they are recognized as a member of the association. The rules must make 

clear of all the conditions that need to be fulfilled. 

 

Example: 

 

Ordinary members shall be Malaysian citizens registered in Division I of 

the Dental Register under the Laws of Malaysia Act 51 Dental Act 1971 

 

 

 (c)  the conditions of use of the collective mark, if any; and 

Explanation: 

As the proprietor of the collective mark, the proprietor shall set out the 

rules on how the collective mark should be used by its members. 

 

Example: 

The members of the association must use the collective mark in the manner 

that had been prescribed in Article 6 of Constitution of the Association. 

 

 

 



 

 (d)  any sanctions against misuse of the collective mark, if any. 

Explanation: 

 

If the association intends to impose any sanctions against a member who 

misuses the collective mark, the sanction must be stipulated in the rules of 

the association.  Misuse of the collective mark would include using the 

collective mark in the manner that violates the conditions of use of the 

collective mark. 

 

Example: 

In the event where the Member does not comply with the conditions of use 

of the Collective Mark as stipulated in Article 6 of the Association 

Constitution, the Association may prosecute the Member in accordance 

with Article 10 of the Association Constitution. 

 

 

(6)  In addition to paragraph (5), if the collective mark consists geographical 

indication, the content of the rules is as follows: 

(a)  that country, region or locality where the goods or services originated 

from; 

 

 

 

 

 

 



 

Example: 

 

 

Collective mark 

Class: 33 

Goods: Wines and sparkling wines with the designation of origin 

"Prosecco". 

 

 

 

(b)  the quality, reputation or other characteristic of the goods or services 

which is essentially attributable to its geographical origin; 

Example: 

 

 

 



 

(c)  the existing protection or registration of geographical indication in 

the country, region or locality of origin; and 

Example: 

 

 

 

(d)  the use of the geographical indication in the country, region or locality 

of origin. 

 

Example: 

 

 

 

 

 

 

Request to treat documents as confidential  

10.       (1)  If an applicant or registered proprietor or any other party before the Registrar 

wishes to treat documents as confidential, he shall do so by filing the request 

together with the payment of prescribed fee.  

(2)  By submitting the request, the documents shall be treated as confidential.  

(3)  If an applicant or registered proprietor or any other party before the Registrar 

wish to revoke treatment of confidentiality documents, he shall do so by filing 

the request together with the payment of prescribed fee.  


