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ASSIGNMENT

12.1 Introduction

Assignment of a trademark means to transfer the owner’s right in a
trademark to another person. The transferring party is called the Assignor
while the receiving party is known as the Assignee. (Section 64 of TMA
2019)

Fundamental aspects of Trademark Assignment Agreement;
Relevant Parties

The Assignor and the Assignee must be clearly identified. It should be
emphasized that, both parties have the rights to file the application for
assignment.

Description of the Trademark

It is important to have a clear identification of the trademark that is to be
assigned i.e. the name / device /, registration / application number, class
of goods / services as well as the goods or services it covers.

Commencement Date

The commencement date is the official start date of the Assignment
Agreement become legally binding and enforceable.

Terms of Transfer

The conditions of transfer that emphasizes specific requirements or
limitations of the transfer.

Signatures

It is of the utmost importance to make sure that both parties (the Assignor
and the Assignee) or their authorized representatives sign the agreement.



12.2 Types of Trademark Assignment
There are 2 types of Assignment:

a) Complete Assignments (Section 64 (2) of TMA 2019)

The trademark proprietor transfers ALL rights in the trademark to
another person. In other words, the Assignor relinquish all rights,

claims or possessions of the said trademark to the Assignee.

Example:

X is the proprietor (owner) of a brand ‘SUY’. X assigns his
trademark ‘SUY’ in a complete assignment through an
agreement to Y. Hence, the Assignor transfer the trademark as
a whole to the Assignee. Therefore, X will no longer have any

rights in respect to the mark ‘SUY".

b) Partial Assignment (Section 64(2) of TMA 2019)

The trademark proprietor assigns the trademark to another person
with respect to only specifics services or goods. The transfer of
ownership in the trademark is restricted to specific services or
products. The Assignor may retain certain rights, for instance the

right to use of certain categories of goods / services.

Example:

X is the proprietor of a trademark ‘SUY’ used for clothing and
footwear. X assigns the rights in the mark ‘SUY’ in respect to
only footwear to Y and retains the rights in the brand “SUY’ in

respect to clothing.



It is also essential to note that, assignment is available to BOTH,
registered and unregistered mark. And that it can be assigned WITH or
WITHOUT goodwill of the business. (Section 64 of TMA 2019)

When a trademark is assigned WITH GOODWILL, the Assignee can use

the trademark for any class of goods and services, including the goods or

services which were already in used by the Assignor. (Section 64 (1) of
TMA 2019)

Example:

X is the proprietor of ‘Sherry’ brand relating to hair products. X
assigns the brand ‘Sherry’ to Y with goodwill. Y will be able to
use the brand ‘Sherry’ with respect to food products and any

other products they manufacture.

On a contrary, for an assignment WITHOUT GOODWILL the transfer

includes solely of the trademark, but not the associated goodwill. By way

of illustration, the Assignee may be permitted to use the trademark on
different products or for a different market place where the existence of

the goodwill is irrelevant or nonessential.
12.3 Filing Procedures for Trademark Assignment

An application to record an assignment of a registered trade mark or an
application for a registered trade mark (pending application) is

documented by a submission of Form TMH1 together with prescribed fee.

In the event that the application is made through an agent, a Form TMR?7

must also be submitted together with the Form TMHA1. It is important to



note that, should the agent be acting for both parties, the Form TMR7

should be filed separately as per the Assignor and the Assignee.

Furthermore, as the Form TMH1 is regarded as prima facie evidence to

court, the original Deed of Assignment (“DOA”) may only be necessary if
the appropriate signature(s) of the parties to the assignment are not
provided in the Form TMH1; i.e. TMH1 is signed by the agent. Also, in a
situation where the Registrar believe there is insufficient or lacking of
information or documentation provided, the Registrar may request for
further documentary evidence as to establish the assignment. (Para 12(3)
Guidelines 2019)

In furtherance, as for Partial Assignment where the assignment refers to
specific services or goods, the Applicant must first file for division of goods
and services specifically according to their intended assignment. The
request for division must be made by using Form TMAS5 bearing a new
application number. The partial assignment can only be filed upon
approval of the division.

documentary evidence via written notice to the Applicant. (Para 12(3) TM
Guideline 2019)

12.4 Entry in Register

For an assignment of a registered trademark or any right to be listed on
the Registry, the following particulars shall be entered in the Register —
(a) the name and address of the Assignee;
(b) the date of the Assignment; and

(c) a description of the right assigned



a) Sample Of TMH1

Fee Code

INTELLECTUAL PROPERTY CORPORATION OF MALAYSIA | TMH1
TRADEMARKS ACT 2019
APPLICATION TO RECORD REGISTRAELE TRANSACTION
(RELATING TO CHANGE OF OWNERSHIP)

Note:
® Please fill up all information require and attached related document if any.
+  Fee for this request is for one class. Please indicate number of classes requested

* Do not use this form to record a partial change to the proprietor’s rights. For partial assignment, the
proprietor is advice to divide the registration before file an assignment
»  This form is not a substitute for the assignment document of other proof of the transaction

1 | Application/Registration No.

2 | Class(es) : O All classes
[0 Class(es) as specified below:

3 | Type of registrable transaction. Mark off which is applicable.

[0 Assignment

[0 Court Order, please provide proof.

[J Assent by personal representatives, please provide proof.
[0 Company Merger

4 | Date of transfer of ownership

5 | Name ofregistered proprietor currently recorded in the register




Details of the new proprietor

a

Full Name

Applicant type (Specify
whether
Person/individual, body
corporate, partnership,
LLP, associationbody
authority or Other)

Company Registration
No. (For company or
businesses registered in
Malaysia only)

Business Address

* [fthe address is not
within Malaysia, you
must also complete
section 2 below

® If you want to use
address other than
business address, please
alse complete section 3

Postoode: Town:

State/Country:

Telephone (For Malaysian
applicant only)

Email

O (Mark off this box if you would like us to correspond with

you using our Electronic Filing System services. Tou must
have a registered ID)

Registered proprigtor's
Reference (If any and no
agent appointed)

Agent of new propristor

a | Name:
b | Agent Code (if known)
c Reference

Note: Form TME7[RM20.00) must be filed with this form if the agent is newly appointed

Address for Services of the of new proprietor

Posteode:

Town:

State [Country:

Hote: Form TMR7[RM20.00) must be filed with this form if the proprietor wants to use this address as
correspondence address




Aunthorization to change register

Note: Both parties or their representatives must sign this form. If this cannot be done, then personal
representatives may sign on the appropriate box. Supporting decumentary evidence must be provided.

0ld Registered Proprietor New Proprietor
Please mark off — 0ld Proprietor [0 New Proprietor
appropriate bax — 0ld Proprietor ‘s Recorded [0 Mew Proprietor 's Recorded
Representative Representative
Signature
Name (Block Capital)
10 | Declaration and Signature
O By i J
[, the undersigned, de hereby declare that the information furnished above is true to the best of
my knowledge.
O Ey Agent (An agent signing this Form on behalf of the applicant shall satisfy himself as to the
truth of the declaration)
[, the undersigned, do hereby declare that-
i Thave been duly appointed and anthorized to act as an agent on behalf of the
applicant/registered proprietor who is filing this form.
ii the information fornished above on behalf of the applicant/registered proprietor who is
filing this form is true to the best of the applicant(s)" knowledge.
Signature:
Nameof signatory-
Official eaparcity of signatory:
(Examples: Authorized person, Director, Partmer or Principal Officer of Applicant{s),/ Agent)
Date:
Attention:

Itis an offence under section 103 of the Trademark Act 2019 to make or canse to be made a false
entry to the Trademarks Office and that person may be liable to a fine not exceeding RM50,000 or
a term of imprizonment not exceeding 5 years or to both.

11

Confidentality of Document
[FPlease mark off the box if applicable)

[J 1wantto apply for this document to be treated as confidential (Fea of RM 10 will be added to the
application fee])




12

Scanning Sheet

(Self-calculation for payment of scanning services)

No

Name of Document No of Page(s) Amount
[RM2 for each page)

TOTAL PAYMENT FOR SCANNING SERVICES: EM . iimsmimsssssmsimsasasssren

[ If more space is necessary, mark off this box and use an additienal sheet

13

PAYMENT DETAILS [Note: This will depend on the method of payment accepted.]

[ Cash
I FPX

[ Credit Card

| Cheque [Cheque No,)
 Local Order (LO Ho.)
| Other, please specify:




b) Sample of a Deed of Assignment
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DEED OF ASSIGNMENT

THIZ DEED OF ASSIGHMENT is made endha ... dayof ...

BETWEEN
=Lt LT T DSOS

aof 2 [assignor's SddrEEE] ..o e e e oo e e

[hereinafter called “the Assignor”) of the one part

AND
=== =T O O UG o0 VDT OSSO DS
of 2 [assignee’ sB0dMESE] . .o e e e e

[herEmHﬂEF mnad 1hEA55IgnEEH] u”hemher pE"-t et e e s e

VWHEREAS:-

The Assignor are the applicant for the registration and the proprietor of the trade
mark im class... ... bearing the Application Mo ... hereto
[hereinafter called the “Trade Mark™)

The Assignor has agresd to assign the Trade Mark to the Assignee for consideration
and on terms hereinafter contained.

ROWIT 15 HEREBY WITMESSES as follows:

In considerstion of the sum of ... paid by the Assignee to the
Assignor as aforesaid (the receipt of which is hereby acknowledged).

The Assignor confirms that this Agreement is made with the goodwill sttaching to the
Trade Mark and the goodwill of the business in which the Trade Mark has been used
by the Assigmor.

10



IN WITHESS WHERECF the partias have by their representatives hersunto set their
hands.

SIGHED BY .o i
on behalf of (assignor)

Mame :

Designation -

in the presence of:-
[witness)

mme&lc
Designation -

SIGHED BY .o i
for and behalf of (zssignee)
T

Mame :
Designation -

in the present of -
[witness)

mme&lc
Designation -

11



c) Sample of TMA5

TMAS

INTELLECTUAL PROPERTY CORPORATION OF MALAYSIA
TRADEMARKES ACT 2019
REFUEST T DIVIDE AN AFFLICATION FOR REGISTRATION OR REGISTERED TRAIEMARK

Nate.
= Flease fill up all Indormation require and attached related document IF amy.
®  Fee for this request Is for one dass. Please Indicate number of classes requested | 2

1 [ Application or Registration Mo

2 | Number of Additkonal Divided Applications or Registrations:

3 | Specification of goods or services to be divided out [Mark off whichever is applicable)

All goads or services In the following class(es) of the original application are to be divided cut
Class Mo

e 3 ] | | | | | | | |

The: fellowing goods or services of the eriginal application are to he divided out.

Class Specification of Goods or Services
B

18 Paper, cardboard and goods made from these maserials, nod included In
other classes; lewerhead paper; primed matser; primed publicatlons;
photographs; stalonery; plastic maerals for packaging (nod Included In
other classas).

36 Advenlsing; adminisirative services for the relocatlon of businesses;
BivISory services for business management; business Inguires: busine ss
Intermediary services relating to the matching of poeential privase IMes1ors
with entrepreneurs needing funding: business management and
arganizadlon consultancy; business manapemend assisiance; business
management  consuliancy;  business  organtzsion consulancy;
prodessional business consulancy: providing busieess Informatlon;
providing business Information via a web she; compethive Imelligence
services; market Imeligence services; oussourcing services [business
gssistance]; personnel recrultment and placement services; marketing;
marketing research; negotiation and conclusion of commercial iransactions
for third panies; updating and mainenance of data In compuser databases;
arganization of rrace {airs for commerncial of advenising purposes; advisory
and consulancy services In relalan 1o the foregoing services.

4 | Specification of goods or services to remain [Mark off whichever s applicabie)

Al goods or services In the Following class(es) of the original application are to remaln
Class Mo

[ 1] | | I I |

12



The following goods or services of the ariginal application are to remaln.

Class Specification of Goods or Services
L8
42 Scientfic and Iemnnluqll.‘ﬂ services and research and design mlating
therio; Induszrial mal'rs 5 and resaarch sewices; MBIQI'I and ﬁl’ell:l[ﬂ'lll'ﬂ

of compuber hardware and soivwars ; solrware as & service (3aas); blockchaln
a5 @ service (Baas); platform as @ service | Paas) ; advisory and consuhancy
senvices in reiation 1o the fEgaing services.

5 | Mame of Applicant er Registered Froprietor [Flease mark off box which Is applicakie]
Mo change from the existing recard
Different from the existing record
[Flease Al wp the bax below. Fee of RMZ0 [Fee Code THMEB4) will be charged to change name of the
applicant together with this request. Varous changes can be made under ons payment)
& | Address of Applicant or Registered Proprietor | Please mark off koo whilch s applicable )
Ko change from the existing recard
IMifferent from the existing recard
[Please Ml wp the box below. Fee of RM20 [Fee Code TMB4) will be charged to change address of the
applicant together with this request. Varous changes can be made under one payment]
Postoode: Town:
State, Country:
7 | Agent
a | Hame:
b | Agent Code (IF ko)
¢ | Agent's Reference
Moite: Fee of RM20 [Fee Code TMET) will be charged If the agent 1s newly appainted
-]

Address for Service of the Applicant/Registered Proprietor (Flease mark off box which Is applicable)

Mo change from the existing recond
ifferent from the existing record
[Please fll up the box below. Fee of RMZ0 [Fee Code TMRT) will be charged for this request]

Posboosde: Town:

State, Country:

13




Declaration and Signature

]
I, the undersigned, do hereby declare that the Informacion furmished above Is true to the best of
my knowledge.

B By Apent (An agent signing thiz Form an behalf of the applicant shall satisfy hinself as w the
truth af the declaration]

I, the undersigned, do hereby declare that:

i lhave been duly appolnted and authorized to act as an agent on behald of the
appllcantregistered proprietor who [s fling this form.

i the Information furnished above on behalf of the applicantfregistered propriscor who i fling
this form ks crue to the best of the applicant(s)” knowledge.

Signarure:
Wame of signatory|
Official capacity of slgnatory:  AQENE

[Ensmples: Authorized perien, Director, Fartner or Frincpal Oficer of Applcantis) Agent)
Date: 28 June 2021

Artention:

Itis an efence under section 103 of the Trademark Act 2009 o make or caase to be made a false
entry to the Trademarks Office and that person may be lable to a fine not excesding RMS0,000 or a
term of imprisonmsent not exceeding 5 years or to both

Confidentiality of Dooament
[Please mark off the bo If applicable)

OO 1want to apply for this documsent to be treated as confidential (Fee of RM 10 will be added to the
application fee)

11 | Scanning Sheet
(Self-calculation for paymsent of scanning services)
o Mame of Document Mo of Amsount
Fage(s) | (RMZ for each
page)
TOTAL PAGES AND AMOUNT TO FAY
If more space Is necessary, mark off this bow and wse an additional sheet

12 | PAYMENT INETALLS [Mote: This will depend om the nsethod of payment accepted. |

Cash [ Cheque (Chegue Mo.)
FPy [ Local Crder (Lo
Credit Card = Other, please specify: Interbank 1ransser

14




d) Flow Chart for Trademark Assignment.

YES

(o]

YES

Received TMH1

Document scanned and data entered by
the IP Assistant

Examine document:

a. Agent status (in record or
not)

b. Formis in order
Signature column fulfilled

P
<«

Deciding whether to approve

C.
d. Any other related information

or not
Decision whether approve or not
NO

d
<«

Updating data in the SPHI

Updating data in the SPHI

=

The validation and uploading
of letter will be processed
together if the system SPHI is

Issuance of the Letter of Confirmation
(LOC) and upload into the SPHI

disrupted
NO

Print the LOC (upon request).

The completed LOC will be ready for
posting.

End of process
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