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ASSIGNMENT 

12.1 Introduction 

Assignment of a trademark means to transfer the owner’s right in a 

trademark to another person.  The transferring party is called the Assignor 

while the receiving party is known as the Assignee. (Section 64 of TMA 

2019) 

Fundamental aspects of Trademark Assignment Agreement; 

Relevant Parties 

The Assignor and the Assignee must be clearly identified. It should be 

emphasized that, both parties have the rights to file the application for 

assignment.  

Description of the Trademark 

It is important to have a clear identification of the trademark that is to be 

assigned i.e. the name / device /, registration / application number, class 

of goods / services as well as the goods or services it covers. 

Commencement Date 

The commencement date is the official start date of the Assignment 

Agreement become legally binding and enforceable.   

Terms of Transfer 

The conditions of transfer that emphasizes specific requirements or 

limitations of the transfer. 

Signatures 

It is of the utmost importance to make sure that both parties (the Assignor 

and the Assignee) or their authorized representatives sign the agreement.  
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12.2 Types of Trademark Assignment 

There are 2 types of Assignment: 

a) Complete Assignments (Section 64 (2) of TMA 2019) 

The trademark proprietor transfers ALL rights in the trademark to 

another person. In other words, the Assignor relinquish all rights, 

claims or possessions of the said trademark to the Assignee.  

Example: 

X is the proprietor (owner) of a brand ‘SUY’. X assigns his 

trademark ‘SUY’ in a complete assignment through an 

agreement to Y. Hence, the Assignor transfer the trademark as 

a whole to the Assignee. Therefore, X will no longer have any 

rights in respect to the mark ‘SUY’. 

 

b) Partial Assignment (Section 64(2) of TMA 2019) 

The trademark proprietor assigns the trademark to another person 

with respect to only specifics services or goods. The transfer of 

ownership in the trademark is restricted to specific services or 

products. The Assignor may retain certain rights, for instance the 

right to use of certain categories of goods / services. 

Example: 

X is the proprietor of a trademark ‘SUY’ used for clothing and 

footwear. X assigns the rights in the mark ‘SUY’ in respect to 

only footwear to Y and retains the rights in the brand “SUY’ in 

respect to clothing.  
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It is also essential to note that, assignment is available to BOTH, 

registered and unregistered mark. And that it can be assigned WITH or 

WITHOUT goodwill of the business. (Section 64 of TMA 2019) 

When a trademark is assigned WITH GOODWILL, the Assignee can use 

the trademark for any class of goods and services, including the goods or 

services which were already in used by the Assignor. (Section 64 (1) of 

TMA 2019) 

Example: 

X is the proprietor of ‘Sherry’ brand relating to hair products. X 

assigns the brand ‘Sherry’ to Y with goodwill. Y will be able to 

use the brand ‘Sherry’ with respect to food products and any 

other products they manufacture. 

On a contrary, for an assignment WITHOUT GOODWILL the transfer 

includes solely of the trademark, but not the associated goodwill. By way 

of illustration, the Assignee may be permitted to use the trademark on 

different products or for a different market place where the existence of 

the goodwill is irrelevant or nonessential.    

12.3 Filing Procedures for Trademark Assignment 

An application to record an assignment of a registered trade mark or an 

application for a registered trade mark (pending application) is 

documented by a submission of Form TMH1 together with prescribed fee.  

 

In the event that the application is made through an agent, a Form TMR7 

must also be submitted together with the Form TMH1. It is important to    
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note that, should the agent be acting for both parties, the Form TMR7 

should be filed separately as per the Assignor and the Assignee. 

 

Furthermore, as the Form TMH1 is regarded as prima facie evidence to 

court, the original Deed of Assignment (“DOA”) may only be necessary if 

the appropriate signature(s) of the parties to the assignment are not 

provided in the Form TMH1; i.e. TMH1 is signed by the agent. Also, in a 

situation where the Registrar believe there is insufficient or lacking of 

information or documentation provided, the Registrar may request for 

further documentary evidence as to establish the assignment. (Para 12(3) 

Guidelines 2019)  

 

In furtherance, as for Partial Assignment where the assignment refers to 

specific services or goods, the Applicant must first file for division of goods 

and services specifically according to their intended assignment. The 

request for division must be made by using Form TMA5 bearing a new 

application number. The partial assignment can only be filed upon 

approval of the division.  

documentary evidence via written notice to the Applicant.  (Para 12(3) TM 

Guideline 2019) 

12.4 Entry in Register 

For an assignment of a registered trademark or any right to be listed on 

the Registry, the following particulars shall be entered in the Register – 

(a) the name and address of the Assignee; 

(b) the date of the Assignment; and 

(c) a description of the right assigned 
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a) Sample Of TMH1 
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b) Sample of a Deed of Assignment 
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c) Sample of TMA5 
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d) Flow Chart for Trademark Assignment. 
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