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CHAPTER 15 

MAINTENANCE OF THE REGISTER 

15.1   MERGER 

15.1.1 Application for merger (Section 38) 

Two or more separate applications for registration of trademark or 

registration of trademark may, upon the request of the applicant or 

registered proprietor, be merged into one application for registration of 

trademark or one registration of trademark. 

 
The request under subsection (1) shall be made to the Registrar before or 

after the trademark is registered in the form as determined by the 

Registrar together with the payment of the prescribed fee. 

15.1.2 Merger of separate applications or registrations (Regulation 43) 

An applicant for registration of trademark, or a registered   proprietor, as 

the case may be, may apply for the merger of two or more applications or 

two or more registrations. 

 
The Registrar may merge the applications or registrations if the 

applications or registrations: - 

a) Identical trademark 

b) Same filing date 

c) Same application status 

d) Same registration status 

e) Same applicant or registered proprietor 

f) Same address 

g) Same classification edition (Nice classification edition) 
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15.1.3 Request for Merger of Trademark Applications/Registrations 

A request for the merger of trademark applications or registrations shall 

be filed with the Registrar by submitting TMA6, along with the prescribed 

fee. 

 
In the case of merging two applications, the class from one will be 

consolidated into the other.  The application number to be retained shall 

be the one with the smaller application number. 

 

Example: 

 
     Application No: 00012096, Class 35  

Application No: 00012097, Class 38 
 

The class 38 from Application No. 00012097 will be merged into 

Application No. 00012096. 

 

After the merger has been validated by the Registrar, application no. 

00012096 will reflect class 35 and 38, from both applications, and 

Application No. 00012097 will be marked as Merged. 
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15.1.4 Samples 
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15.2   DIVISION 

15.2.1 Application for division (Section 37) 

An application for the registration of trademark or the registration of 

trademark may, upon the request of the applicant or registered proprietor, 

be divided into two or more separate applications for the registration or 

registration of trademark. 

 

The request shall be made by filing TMA5, along with the prescribed fee. 
 
The application of trademark or registration of trademark will be given a 

new trademark number linked to the original application of trademark or 

registration of trademark. 

 

15.2.2 Division of application for registration of trademark (Regulation 39) 

An applicant can request to divide their trademark application, separating 

it by classes, goods, or services, at any point before registration, by paying 

the required fee. 

 
The request for a division shall contain the following information: - 
 

a) the applicant’s name and address 

b) the number of applications 

c) list of classes (if to divide the classes) 

d) list of goods or services (if to divide goods or services) 

e) consent from the other party (if involve court case) 

 
If any query is raised by the Registrar, the applicant/proprietor must 

respond within the specified period in the written notice, as no extension 

under Regulation 59 shall be allowed. 
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15.2.3   Effect of division of application for registration of trademark 

(Regulation 40) 

If the Registrar allows a request for division, each new application 

becomes its own separate application, independent of the original one. 

 

Filing date stays the same, even if the application is divided, the original 

filing date still applies to each application. 

 
If the application was already published, any opposition on the trademark 

will apply to each of the new divided applications where relevant. 

 
If someone opposed only certain goods or services in the original 

application, the Registrar may allow the application for division only if the 

applicant has not yet filed a counterstatement 

 

If there is a legal right tied to the original application, that same right will 

also apply to each of the new divided applications. 

 

15.2.4 Division of registration of trademark (Regulation 41) 

 

A registered proprietor may, upon payment of the prescribed fee, request 

a division of the registration by classes or by goods or services. 

 

The request for division shall contain the following information: 
 

(a) the proprietor’s name and address 

(b) The original registration number  

(c) List of classes (if to divide the classes 

(d) List of goods or services (if to divide goods or services) 

(e) Consent from the other party (if involve court case) 
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If the Registrar raises any query regarding the request for division, the 

applicant must respond within the period specified in the written notice. 

No extension of time under Regulation 59 shall be allowed. 

 

15.2.5   Effect of division of registration of trademark (Regulation 42) 

 

If the Registrar allows a request for division, the part that is divided out 

shall be independent from the original registration of trademark. 

 
Filing date stays the same, even if the application is divided, the original 

filing date still applies to each trademark registration. 

 

A request under regulation 41 shall not be accepted, where the request 

would introduce a division amongst the goods or services registration of 

trademark which is the subject of proceedings for its revocation or 

invalidation. 

 
Where the original registration is subject to any conditions, disclaimer or 

limitation, the divisional registrations shall also be restricted. 

 

Where the original registration has been registered together with 

particulars relating to the grant of the licence, any security interest or right 

in or under that original registration or any memorandum or statement of 

the effect of the memorandum, the Registrar shall enter in the Register 

the same particulars in relation to each of the divisional registrations into 

which the original registration has been divided. 

 
If the Registrar intends to revoke certain classes from a registration, the 

Registrar shall, in addition to the requirement under paragraph 13 (2), 

require the registered proprietor or the person recorded under Part IX of 

the Act to file a request for division within two months from the date of 

the notice issued under paragraph 13 (1). 
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15.2.6   Examples  

 
Divide Class 

 
 Application No.  : TM2020010632 
 Class    : 16,35,42 
 
 Divisional No.  : TM2020010632-A1 
 Class    : 42    
 
 Main Application  : TM2020010632 
 Class    : 16,35 
   
The Registrar will allow an unlimited number of requests to divide, provided that 

each request complies with the relevant requirements and is accompanied by the 

prescribed fee. 

 2nd division 

 Application No.   : TM2020010632 
 Class    : 16,35 
 
 Divisional No.  : TM2020010632-A1 
 Class    : 42    
 
 2 nd Divisional No.  : TM2020010632-B1 
 Class    : 35 
 

 Main Application  : TM2020010632 
 Class    : 16 
 

The applicant/owner will now have 3 single class applications.  

1) TM2020010632 – Class 16 

2) TM2020010632-A1 – Class 42 

3) TM2020010632-B1 – Class 35 
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Divide Goods or Services 

  
 Application No.  : M/022316 

Specification  : Cleansing masks; Creams for wrinkles;  
     Creams for firming the skin; Washing 

      preparations for laundry use; Bleaching 
      preparations for laundry use; Detergents 
      for laundry use 
 
 Divisional No.  : M/022316-A1 

Specification  : Washing preparations for laundry use;  
Bleaching preparations for laundry use; 
Detergents for laundry use 

 
 Main Application  : M/022316 

Specification : Cleansing masks; Creams for wrinkles;  
      Creams for firming the skin 
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15.2.7 Flowchart of Divisional Process  
 
 

 
 
 
 
 
 
 
 
 



16 

 

15.3   VOLUNTARY CANCELLATION 

15.3.1   Voluntary cancellation of registered trademark (Section 44) 

The Registrar shall cancel a trademark registration for some or all of the 

goods or services upon receiving a request from the registered proprietor. 

 
The request shall be made by filing TMF1, along with the prescribed fee 
 
Before cancelling the registration of the trademark, the Registrar shall 
notify— 
 

a) any person recorded under Part IX as claiming a right in respect 

of, or an interest in, the trademark; and 

 
b) the person to whom the trademark has been assigned or 

transmitted in the case where the assignment or transmission of 

the trademark has not yet been recorded by the Registrar after 

an application has been made to the Registrar to record such 

assignment or transmission of the trademark. 

15.3.2   Request for voluntarily cancellation of registered trademark or 

registration in relation to certain goods or services (Regulation 50). 

(1) A request for voluntary cancellation of a registered trademark in 

respect of some or all of the goods or services under subsection 44(1) of 

the Act may be filed by the registered proprietor, accompanied by payment 

of the prescribed fee, and in such request the registered proprietor shall— 

(a) state the name and address of any person claiming a right in 

respect of, or an interest in, the trademark; and 

(b) declare that any such person referred to in paragraph (a), has 

been sent not less than two months’ notice of the registered 

proprietor’s intention to cancel the registration of trademark, and is 

not affected, or if affected, consents to the cancellation. 
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(2) For the purpose of subregulation (1), the Registrar may by written 

notice require any further supporting documents or information and the 

registered proprietor shall file such documents or information within the 

period specified in the written notice. 

(3) Upon receiving the request under subregulation (1), the Registrar shall 

notify the persons referred to in subsection 44(2) of the Act. 

(4) The cancellation of the registration of trademark under this regulation 

shall take effect upon the Registrar being satisfied that the requirements 

under this regulation have been fulfilled. 

(5) The Registrar shall, upon the cancellation taking effect, make the 

appropriate entry in the Register and publish the date of cancellation in 

the Journal 
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15.6   LICENSING 

15.6.1   Introduction 

A trademark licensing is a permission grant by the trademark owner 

(Licensor) to the other party (Licensee) the right to use or sell goods or 

services under the trademark on mutual agreed terms and conditions. 

Under the Act 2019 (Section 69(3)) a license must be in writing and 

signed by or on behalf of the Licensor in order for it to be effective. 

It is not a mandatory requirement for the licenses to be recorded with the 

Registry to take enforce, but it is highly recommended to have all licenses 

recorded so that, such license shall be binding on the Licensor’s interest. 

On important note, notwithstanding the fact that the trademark is on 

licensing, the Licensor (the owner of the trademark) shall remain in control 

of the nature and quality of the goods or services related with the 

trademark.  

This is to ensure that the quality control is there and that the licensee’s 

use is consistent with the interest in the trademark and that the consumer 

will be benefited the same quality of good and services purchased. 

As for International Registrations (IR) designating Malaysia, the recording 

of licenses in the International Register (WIPO) has no effect in Malaysia. 

Therefore, in order to have the licenses effected, the Holder must record 

the license affecting the International Registration designating Malaysia 

with MyIPO. 
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15.6.2 Types of Licenses 

Exclusive License – authorizes only the Licensee to use the registered 

trademark in the manner authorised by the license. This means that no 

other party including the Registered Proprietor may use or operate under 

the said trademark. 

Non-Exclusive License – allows the Licensor to use or operate under the 

said trademark. It also allows the Licensor to grant the license to various 

entities as licensees. 

15.6.3   Procedures 

An application to record a licensing of a registered trade mark or an 

application for a registered trade mark is by filing the Form TMH2 together 

with prescribed fee. Should the application be made through an agent, 

Form TMR7 must also be submitted. 

15.6.4 Signature on documents 

In case of partnership; shall contain the names of all the partners in full 

and shall be signed by – 

a) all the partners 

b) any partners stating that he signs on behalf of the partnership; 

or 

c) any other person who satisfies the Registrar that he is 

authorized to sign the document on behalf of the partnership 

 

In case of a body corporate; shall be signed by – 

a) a director 

b) the secretary; or 

c) other principal officer of the body corporate; or  

d) by any other person who satisfies the Registrar that he is 

authorized to sign the document on behalf of the body 

corporate 
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In case of an unincorporated body or association of persons; may be 

signed by – 

1) any person who appears to the Registrar to be qualified to sign 

 

In a situation where the Registrar is dissatisfied with the particulars given 

in TMH2 or believe that there is incomplete documentation, the Registrar 

may require for any documentary evidence via written notice to the 

Applicant.  (Para 12(3) TM Guideline 2019) 

 

Failure to comply for such request may render the application shall be 

deemed withdrawn. (Para 12(4) TM Guideline 2019) 

“document” is defined as a document to be given or sent to, filed with or 

served on the Registrar in respect of the licensing. 

15.6.5   Entry in Register 

For the licensing of a registered trademark or any right in it, the following 

particulars shall be entered in the Register – 

a) the name and address of the Licensor and Licensee; 

b) the date of the Licensing; and 

c) a description of the right licensed 

15.6.6   Checklist information required in Licensing Agreement 

• Date of the Agreement 

• Parties involve – the Licensor; the Licensee 

• Terms of the Agreement 

• Goods and / or services involve  

• Names and Signatures 
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15.6.7 Sample of TMH2 
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15.6.8   SAMPLE OF LICENSING AGREEMENT 
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15.6.9 A comprehensive overview of the whole process of licensing is 

provided in the flow chart below. 

 

 

 

                                                                                                            
 
 
 
 
               
 
 
 
 
 
            
                                     

 
Received TMH2 
 
 
Document scanned and data entered by 
the IP Assistant 
 
 
Examine document: 

• Agent status (in record or not) 

• Form is in order 

• Signature column fulfilled 

• Any other related information  
 
 Decision whether approve or not 
 
 
 
 
 
 
 
 Updating data in the SPHI  
 
 
 
 
 
 
 
 
 Issuance of the Letter of Confirmation 
(LOC) and upload into the SPHI 
 
 
 
 
Print the LOC (upon request). 
 
 
The completed LOC will be ready for 
posting. 
 
 
End of process 

Deciding whether to approve 

or not 

Updating data in the SPHI 

The validation and uploading 

of letter will be processed 

together if the system SPHI is 

disrupted 

YES

S 

YES 

YES 

NO 

NO 

NO 
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15.7 MAINTENANCE OF THE REGISTER (SECURITY INTEREST) 

SECTION 65 OR 67 OF THE TRADEMARKS ACT 2019 

15.7.1 Introduction 

A security interest in a trademark is a right given by the trademark owner 

to the lender to be used as a form of collateral to secure loan / financial 

assistance from a financier / lender. Application for security interest can 

be established regardless of whether the trademark is registered or 

merely pending. The Trademark Act 2019 recognizes both registered and 

pending trademarks as personal and moveable property that can be 

subject to a security interest. (Section 62 of the Trademark Act 2019) In 

the event of default of payment, the financier could take possession of the 

trademark pledged. 

Fundamental aspects of Security Interest Requirements 

Written Agreement 

A formal agreement, signed by both the trademark owner (the Grantor) 

and the lender (the Grantee) is needed to outline the terms of the security 

interest. 

Registration (for registered marks) 

If the trademark is registered, the security interest must be registered with 

MyIPO as to ensure its validity against third parties. 

Notice (for pending marks) 

Though registration is not mandatory for pending trademarks, however 

the lender will need to have the dealings secured, hence a notification 

about the security interest to MyIPO is vital.   
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15.7.2 Procedures 

An application to record a security interest of a registered trade mark is 

documented by a submission of Form TMH3 together with prescribed fee.  

In the event that the application is made through an agent, a Form TMR7 

must also be submitted together with the Form TMH3. It is important to    

note that, should the agent be acting for both parties, the Form TMR7 

should be filed separately as per the Grantor and the Grantee. 

The security interest can be terminated when the Grantor has successfully 

repaid the loan and fulfilled their obligations to the Grantee. The 

termination processes are initiated by filing of the Form TMH3A together 

with prescribed fee.    

“document” is defined as a document to be given or sent to, filed with or 

served on the Registrar in respect of the charge (security interest). 

15.7.3 Entry in Register  

(Para 11 (1) (c) of Guidelines of Trademarks 2019) 

For an assignment of a registered trademark or any right in it, the following 

particulars shall be entered in the Register – 

a) the name and address of the Grantor and Grantee; 

b) the date of the Security Interest;  

c) the nature of the interest (whether fixed or floating); and 

d) the extend of the security and the right in or under the mark 

secured 
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A) Sample of TMH3 
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B)  Sample Pledge for Security Interest 
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C) Sample of TMH3A 
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D)  A comprehensive overview of the whole process for security 

interest is provided in the flow chart below 
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