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INTRODUCTION 

The formality examination is the initial phase in the trademark registration 

process. This stage applies only to trademark applications that are under 

the Formality Validation status. At this initial stage, the Registrar will verify 

the documents and information submitted with the application. This 

includes ensuring that: 

• All required information has been duly provided; and 

• The application complies with the prescribed formal filing 

requirements. 

(Chapter 1: Application for Registration provides detailed guidelines 

on how to fill in the trademark application form -TMA2) 

If any irregularities are found, the applicant will have the chance to 

respond and correct them. The purpose is to confirm that the submission 

is complete and accurate, containing all necessary details. 

2.1 FORMALITY EXAMINATION PROCEDURE 

2.1.1. Formality Examination Checklist 

 

No Item 

1 Fee  

2 Conducting quality checks on data entry (Manual) 

3 Application date 

4 Applicant name 

5 Applicant type 

6 Applicant address – business & service address 

7 Agent 

8 Trademark type 

9 Nature of mark 

10 Representation of mark 
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11 Denomination 

12 Colour condition/limitations 

13 Priority date claimed information 

14 Translation & Transliteration (not in Roman characters, or national 

language or English language) 

15 Specification of goods/services 

16 Draft rules documents (Collective & Certification Trademarks) 

17 Description of trademark (Non-traditional Trademarks) 

18 Applicant signature 

 

2.1.2. Decision After Formality Examination 
 

1. No Objection, proceed to Search & Examination 

If the applications accepted at the formality examination stage, the 

application will proceed to the substantive examination, where the 

trademark's registrability will be based on factors such as 

distinctiveness, similarity to existing trademarks, and other criteria. 

2. Provisional Refusal 

If a trademark application does not comply with section 17 of the 

Act, or with regulations 7, 9, 10,11, or 12, the Registrar will issue a 

written notice of provisional refusal. The status changed to 

Provisional Refusal (Formality) 

Basically, there are two types of Provisional Refusal (formality), 

which is Formality Refusal and Formality Refusal G&S PDC 
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2.1.3. Time to response the Provisional Refusal - [Reg 14(1)] 

The applicant must respond the non-compliance/or make the 

required payment within two months from the date of Provisional 

Refusal 

But for applications with incomplete translation and transliteration, 

or where the draft rules document is not submitted (certification and 

collective trademark), the applicant is required to complete the 

application within two (2) months from the date of filing.  

2.1.4. Decision after response Provisional Refusal (Formality) 

The Registrar has the discretion to either accept or reject the 

applicant’s response to the written notice- [Reg 14(2)] 

1.No Objection, proceed to search & examination 

If the response to the provisional refusal accepted by officer, the 

application will be accepted and forwarded to the substantive 

examination section for further examination. 

2. Total Provisional Refusal 

If the response to the provisional refusal is not accepted by the 

Registrar, a Total Provisional Refusal will be issued, and the 

application status will be updated to Refused. The applicant will be 

informed of the decision in writing in accordance with Regulation 

15(1). 

3. Request Ground of Decision 

The applicant may, within two months from the date of being notified 

of the decision of the Registrar, file a request for the written grounds 

of such decision accompanied by Form TMC2 along with the 

prescribed fee-[Reg 15(2)].  
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No extension of time allowed at this stage. 

4. Preparation of Grounds of Decision 

The officer shall prepare the Grounds of Decision based on the Total 

Provisional Refusal. 

5. Appeal To Court 

The applicant may file an appeal to the court within one (1) month 

from the date the grounds of decision are issued by the Officer. 

An extension of time of up to two (2) months from grounds of 

decision may be granted. The application status will be updated to 

Appeal to Court (Formality). 

2.1.5 Extension of Time for Provisional Refusal Formality- [Reg 14 

(4)] 

The applicant may request a one (1) month extension of time by   

submitted a formal request to the Registrar, accompanied by form 

TMK1 and TMK3 together with the prescribed fee - [Reg 59] before 

the deadline to correct/comply to the non-compliance or make 

payment. 

In cases where the draft rules document is incomplete, the applicant 

may apply for a two (2) month extension of time by submitting a 

formal request to the Registrar. The request must be accompanied 

by form TMK1 and Form TMK3, along with the prescribed fee. 

2.1.6 New filing date - [Reg 14(5)] 

If the applicant corrects the non-compliance or makes the payment 

within the extended period (EOT period), the Registrar will assign a 

new filing date for the trademark application. The new filing date will 

be the date the issue was corrected or the payment was made (This 
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provision applies only to T&T cases and to collective or certification 

mark applications where draft rules have not been submitted). 

2.1.7. Failure to provide required details/make payment 

Failure to correct/comply the non-compliance issued by the officer within 

two (2) months from the Provisional Refusal date will result the application 

being deemed withdrawn- [Reg 14(3)]  

2.1.8. Reinstatement after withdrawn 

Where an application is deemed withdrawn under section 17(1), 26(5), or 

35(4) of the Act, the applicant may request for reinstatement within two 

(2) months or any time as directed by court from the date on which the 

application was deemed withdrawn-Para 62(2) GTM 2019 

To apply for reinstatement, the applicant is required to: 

 

• Submit the prescribed form (TMQ1) along with the prescribed fee; 

• File an Extension of Time (EOT) request, if applicable; 

• Provide a statutory declaration that includes: 

 o A detailed explanation of the circumstances; 

 o The reasons for the failure to comply within the prescribed time frame; 

 o Justification supporting the request for reinstatement; and 

• Submit any outstanding documents, information, or amendments as 

requested by the formalities officer (in response to the Provisional Refusal 

letter). 
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2.1.9 Grounds for consideration by the Formality Officer:  

1. The failure to respond was unintentional  

In this context, the applicant must show their intention to comply with the 

regulations, but the failure occurred due to human error, technical issues, 

or due to situations beyond their control. 

Examples: 

a) Technical issues: 

The applicant attempted to submit documents via the e-filing system on 

the final day of the filing deadline. However, a system disruption occurred, 

and the submission failed. The applicant has evidence that an attempt 

was made. 

- This happened by accident because of unexpected technical problems. 

b) Health problems or disasters: 

The applicant failed to pay additional fees for the trademark application 

because they were hospitalized due to an accident and had no 

representative available to handle the matter within the prescribed time. 

- This is also considered unintentional, due to factors beyond the 

applicant’s control. 

c) The applicant claimed that no notification was received from the office. 

Upon reviewing the mail handling records, the officer was unable to 

confirm whether the letter had been posted. The applicant had also 

unintentionally failed to check the status of the application before the 

deadline stated in the letter. Therefore, the officer may approve the 

reinstatement for the applicant. 
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2. Outstanding documents/information/amendments required must be 

submitted together with the reinstatement request. 

Example: 

An applicant failed to submit a copy of “translation and transliteration 

“document within the prescribed time and the application being deemed 

withdrawn. Upon realizing the mistake, the applicant submitted a 

reinstatement request. 

- The request must also be accompanied by the missing translation and 

transliteration document. 

 Registrar’s Decision 

Where a request is submitted the Registrar shall permit the reinstatement 

unless there are valid and sufficient grounds to refuse the request- [Para 

62 (3)], GTM 2019. 

2.1.10 Approval of Reinstatement 

If the reinstatement is granted, the Registrar will issue a public notice 

confirming that the application, right, or matter has been reinstated – [Para 

62(4)], GTM 2019 

The filing date of the application will be amended to reflect the date on 

which the missing document or information was submitted. 

 

 

 

 

 

 

 



11 
 

2.1.11 Example of Statutory Declaration for Reinstatement 

 

 

I, [Full Name], (NRIC No.: __________), of [Full Address], do hereby solemnly and 

sincerely declare as follows: 

I am the applicant in respect of Trademark Application No.: __________ for the mark 

__________, filed on __________ (date of filing). 

I make this declaration in support of my request for reinstatement / to respond to the 

provisional refusal/rejection dated 4 February 2025, which was not received by me. 

I confirm that I did not receive any communication or notice regarding the said 

provisional refusal/rejection from the Trademark Office. Consequently, I was unaware 

of the issuance of such notice until 23 April 2025, when I checked the status of my 

application through the Trademark Office portal. 

The failure to respond to the provisional refusal within the prescribed time period was 

neither intentional nor due to negligence, but was solely caused by the non-receipt of 

the notice. 

I therefore respectfully request that the Trademark Office accept this explanation and 

allow the reinstatement and continuation of my trademark application, including the 

submission of a response to the provisional refusal/rejection. 

And I make this solemn declaration conscientiously believing the same to be true, 

and by virtue of the Statutory Declarations Act 1960. 

Declared at: ______________________ 

This ________ day of __________________ 2025 

Before me, 

....................................................... 

(Signature of Declarant) 

....................................................... 

(Signature of Commissioner for Oaths / Notary Public) 
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2.2. DETAILED EXPLANATION ON ISSUES REVIEWED DURING 

FORMALITY EXAMINATION 

This section provides a detailed explanation of the issues or items that are 

reviewed during the formality examination process. Each item is examined 

to ensure compliance with formal requirements as prescribed under the 

relevant legislation and regulations.  

The examination focuses on the completeness, accuracy, and compliance 

of the application and its accompanying documents. 

2.2.1. Application of registration of trademarks-Fee 

To register a trademark, an application shall be submitted using the   form 

determined by the Registrar, within the specified timeframe, and 

accompanied by the prescribed fee – (Sec 17(2)) 

During the formality examination, several fees must be ensured to be 

sufficient. The total payment information will be obtained by referring to 

the payment data, either manual or online. Several types of fees will be 

verified, including the application fee, series of trademark fee, 

appointment of agent’s authority fee, draft rules filing fee and other related 

fees. 

2.2.1.1 Application Fee 

 

There are two types of fees for trademark registration: RM950 for pre-

approved goods and RM1100 for non-pre-approved goods. The formality 

officer must ensure that the submitted fee is sufficient. This fee verification 

is done by checking whether the goods applied for are from the pre-

approved list or not. 
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If the applicant submits a payment of RM950, the formality officer must 

ensure that all the goods/services applied for are from the pre-approved 

list. If there are any goods/services from the non-pre-approved list, an 

additional fee of RM150 (form TMQ9A) is required. (For the pre-approved 

listing, goods/services updated in the system will appear in black, while 

for the non pre -approved listing, they will appear in red) 

Failure to make the additional fee payment within two (2) months from the 

date of the provisional refusal letter shall result in the removal of the non–

pre-approved goods from the application by the Registrar/ deemed 

withdrawn- (Sec 17 (4)) 

2.2.1.2 Guideline for verification of application fee 

1. Review type of specification of goods/services 

a) Check whether the specification of goods/services is from the pre-

approved specification list or a non pre -approved listing. 

b) Applications using non pre -approved specifications require an 

additional fee. 

2.Verify number of classes 

a) Determine how many classes are included in the application. 

b) Each class requires a separate fee. 

c) Verify that the correct fee has been submitted based on the number 

of classes  

d) Confirm fee payment 

4. Action required 

a. Notify the applicant of the top up fee. 
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2.2.1.3 Fee of series 

An application for the registration of a series of trademarks may be 

submitted in a single filing, provided that the series contains no more than 

six trademarks - [Reg 38(1)] 

Where the application includes two or more trademarks within the series, 

a prescribed fee shall be payable for each individual trademark included- 

[Reg 38(2)] 

For a series trademark application, the formality section must ensure that 

the series fee (TMA2C – RM50 per series) is included. If the fee is not 

provided, it must be requested from the applicant.  

2.2.1.4 Guideline for verification fee of series   

1. Check for series of trademarks 

2. Review the application to determine if the representation consists 

of a series of trademarks or not 

I. Verify fee payment 

If the application includes a series of trademarks, ensure 

that the series fee has been duly submitted. 

II. Action required 

Notify the applicant of the missing series fee. 

2.2.1.5 Agent’s address fee/services of address  

The officer must ensure that the agent appointment form and the 

corresponding fee (Form TMR7 with the prescribed fee) are duly 

submitted in the following circumstances: 

a) Applications submitted through the services of an agent  
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b) For trademark applications that use a service address different from 

the business address 

2.2.1.6. Filing Rules for certification/collective fee 

For certification or collective trademark applications, it must be ensured 

that the filing rules fee -TMA3 (RM300 per class) is submitted together 

with the document of rules. 

 

2.2.2.  QUALITY CHECKING FOR DATA ENTRY (MANUAL 

APPLICATION) 

All manually entered data must be consistent and accurate with the 

information provided in the application form. The formality officer will 

review/checking the data entry process by comparing the information in 

the manual trademark application form with the data updated in the 

system. If any discrepancies are found, the officer will make the necessary 

corrections. 

2.2.3. APPLICATION DATE:  

For National application, the submission date and application date must 

be based on the payment receipt date. 
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Example:  

 

 

• Bibliographical Data: 

Submission Date 12 Dec 2023 

Filed/Designation Date 11 Dec 2023 

• Payment Data (Based on TMA2A and TMR7): 

Application for registration of trademark 

(pre-approved list) (TMA2A) 

Agent Authority Fee - Trademark (TMR7) 

Payment Date 

11 Dec 2023 

 

• As the payment was made on 11 Dec 2023, the formality 

officer must amend the submission date to 11 Dec 2023, in 

accordance with the payment date. 
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2.2.4. The Applicant’s Name And Type:  

In an application for a trade mark, the applicant must be identified 

correctly including the full legal name and appropriate legal entity type 

(e.g., individual, company, partnership).  

The officer must ensure: - 

a) If the applicant is an enterprise (sole proprietorship or partnership), 

the name(s) of the owner or partner(s) must be stated in the form: - 

“Fairos  Asnani Binti Adnan trading as Cocoteen Enterprise”  

“Khor Chooi Ling and Seo Li Hoon trading as Celine Enterpise” 

 

Example of non- compliance: - Applicant Data: 

 

 

 

In this case, the applicant is required to provide a copy of the company 

registration certificate together with the personal information of the 

company owner. 

The applicant's name must correspond with the applicant type /entity for 

example: 

-'Sheikh Mohd Rafizal bin Ali Shekh', the applicant type should be 

selected as 'Individual'. 

-'Motorola Trademark Holdings, LLC', the applicant type should be 

selected as 'Company'.  

- Lembaga Hasil Dalam Negeri Malaysia (LHDN) the applicant type 

should be selected as “Statutory body” 

Full Name : Wanalif Enterprise 

Applicant type :  Enterprise 

Company Registration : 1505926-K 
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- Persatuan Seni Gayong Tradisi Negeri Selangor; the applicant type 

should be selected as “Associations 

Example of non-compliance: -   Applicant data: 

Full Name: Syazwani binti Sanusi 

Applicant type:  Company 

Company Registration: 1505926-K 

In this case, the applicant is requested to clearly specify the actual 

applicant, whether it is 'Syazwani binti Sanusi' or the company. 

Example of non-compliance: -   Applicant data: 

 

 

In this case, the applicant is requested to clearly specify the actual 

applicant, whether it is “Sri Rasa Sdn Bhd or individual 

2.2.5. Applicant Address (Business address) 

• Ensure the applicant provide a complete and accurate 

business address  

• The address used must be the registered business address 

or the official location where business operations are 

conducted. 

• If the applicant is a foreign company, the business address 

must not be stated as an address in Malaysia. 

 

 

 

Full Name: Sri Rasa Sdn Bhd  

Applicant type:  Individual  
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Example of non-compliance: -  

a  Full Name: BRIGHT INNOVATIONS PTY 

LIMITED 

b  Applicant type (Specify whether 

Person/individual, body corporate, 

partnership, LLP, association/body 

authority or Other) 

Company 

c  Company Registration No. 

(For company or businesses 

registered in Malaysia only) 

 

d  Business Address 

• If the address is not within Malaysia, 

you must also complete section 7 

below 

• If you want to use address other than 

business address, please also 

complete section 8 

Unit B-3A-10, Menara Vista, Jalan 

Teknologi 2/1, Kota Damansara, 

47810 Petaling Jaya, Selangor 

Malaysia 

The business address provided must be the applicant’s address in 

Australia, as the applicant is a company incorporated in Australia. 

2.2.6 Address of services 

• The address for service may be the same as the business 

address. If the business address and service address are 

different, the applicant must submit Form TMR7 along with 

the prescribed fee. 

• Example of non-compliance: 

 

Full name:  Dj Catering Sdn Bhd 

Business address  Suite 25.03A, Level 25, 

Johor Bahru City Square 

Officer Tower,106-108 Jalan 
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Wong Ah Fook,80000 Johor 

Bahru 

Address of services 2, Jalan Perusahaan Tiga, 

Batu 20, 48000 Rawang 

Selangor. 

In cases where the business address and the address for 

service are different, the applicant must submit Form TMR7 

along with the prescribed fee. The Formalities Officer will 

issue a provisional refusal letter directing the applicant to 

submit the form. 

 

• Every application filed in Malaysia (with the exception of 

International Registrations Designating Malaysia (IRDA)) 

must include details of an address for service in Malaysia 

(National application- local or foreign application) 

• As a general practice, the address for service should be the 

applicant’s own address. In situation the applicant is 

represented by an agent (e.g. a solicitor), the address for 

service must be that of the authorised agent-[Sec 151 (7)] 

2.2.7. Agent 

• Verify the trademark application requires the appointment of 

an agent, based on the applicant’s status as either a local or 

foreign party and make sure the agent is the Registered 

agent. The officer must raise a query if it is found that a 

foreign applicant is not represented by an agent. 
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Example of non-compliance: - 

 

Full Name: Sinau International Pte Ltd 

Business address 105 Cecil Street, #24-02, The 

Octagon, Singapore 069534 

(Sg) 

Address of services Suite 25.03A, Level 25, 

Johor Bahru City Square 

Officer Tower,106-108 Jalan 

Wong Ah Fook,80000 Johor 

Bahru. 

In the example above, the applicant is a company based in 

Singapore. Therefore, the address for service must be an 

address located in Malaysia. As the applicant is a non-local 

company, it is required to appoint an agent with a valid address 

in Malaysia for the purpose of receiving official 

correspondence. The applicant must submit Form TMR7 along 

with the prescribed fee. 

 

2.2.8. Trademark Type:  

• The officer must ensure that the type of trademark selected by 

the applicant is correct with the representation and details 

submitted. 

• Example non-compliance case: - 
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Based on the details submitted, the application is filed under the name of 

a company. However, the type of trademark indicated is a collective mark. 

A collective mark is not appropriate in this context. The applicant of the 

collective mark must be association 

The applicant is therefore is advised to amend the application to a 

standard trademark. 

2.2.9. Nature Of Mark:  

Ensure that the “Nature of Mark” selected by the applicant corresponds 

accurately with the representation submitted. 

 

 

2.2.10. Colour Condition 

Make sure the applicant fulfill any colour requirements if the 

representation of the mark is limited to specific colours. 

The formality officer must update/make sure the colour 

condition/limitation with the appropriate statement:  

“The trademark is limited to the colours as shown in the representation 

on the application form” or,  

“The first trademark in the series is limited to the colours as shown in the 

representation on the application form”, particularly in the following 

circumstances: 

a) The trademark is applied for as a series, and the distinguishing 

feature among the marks in the series is the colour;  
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b) The representation of the trademark indicates that it is limited to 

specific colours. 

2.2.11. The representation in colour, without colour limitation 

If the trademark is submitted in a colour but not limited to colour, ensure 

that the word “no claim colour” is clearly updated/stated in the 

description 

 

 

2.2.12 Representation of Trademarks  

2.2.12.1 Clear and Durable Representation of the Trademark-[Reg 

9(1)] 

 

• The applicant must submit a clear and durable graphical 

representation of the trademark when filing the application 

• This representation must adequately illustrate the trademark to 

allow proper examination and registration. 

 

2.2.12.2 Provisional Refusal by the Registrar- [Reg 9(2)] 

If the Registrar finds that the representation does not clearly show all 

necessary details of the trademark or does not allow for proper 

examination, a Provisional Refusal will be issued. 

The Registrar will request the applicant to submit additional materials 

within a specified timeframe.  

These may include: 
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a) A revised version of the trademark (e.g. a single or multiple views) 

to better illustrate the mark; 

b) A written or verbal description of the trademark, especially when the 

graphical representation is insufficient; 

c) Any other supporting information necessary for examination. 

2.2.12.3 New Representation Requirement- [Reg 9(3)] 

In the situation the Registrar is not satisfied with the submitted 

representation, a Provisional Refusal may be issued. 

The applicant may be required to file a new acceptable representation by 

submitting Form TMB5A and paying the prescribed fee. 

The representation may be replaced without amending the trademark 

itself, in accordance with Section 33 of the Trademarks Act 2019. 

2.2.13.4 Failure to Respond- [Reg 9(4)] 

Failure by the applicant to respond to the Provisional Refusal within the 

given time will result in the application being deemed withdrawn. 

This means the application will be discontinued and will not proceed to 

registration. 

2.2.13.5 Formality Requirements for Representations 

The following are formality requirements for trademark representations: 

i. A graphical representation shall be submitted at the time of 

application where the nature of the trademark is classified as 

“combined”, “figurative”, or “stylized word”. 

 

 



26 
 

Example non-compliance case: - 

 

 

The nature of the mark is a combination of word and device; however, no 

representation has been submitted. The applicant is requested to provide 

a representation of the trademark during the formality examination stage. 
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ii. The representation must be clear and legible  

Example non-compliance case: - 

 

iii. Representations must not contain non-trademark elements, such as 

phone numbers, product weight, usage instructions, barcodes, or TM/® 

symbols. – As amendments to the trademark are not permitted, the 

application will be submitted to the Search and Examination Unit with a 

note.  

Example non-compliance case: - 

  

iv. If the applicant claims colour as a limitation, a coloured 

representation must be submitted. 

v. Applications may be filed as a series of marks (Refer to Sec 21, 

Trademarks Act 2019). 

– The applicant must submit all marks in the series (max of six). 



28 
 

vi. The number of marks submitted must match the number claimed. 

vii.  If the trademark includes a portrait of a person, the applicant 

must submit a letter of consent permitting the use of the portrait 

as a trademark (Section 23(5)). This requirement will not be 

raised during the formality stage, as Section 23(5) will be applied 

during the search and examination stage." 

  

viii. For Certification and Collective Trademarks, the applicant must 

submit an accurate representation that is suitable to the type of 

trademark being applied for.  

ix. Applications for non-traditional trademarks (e.g., sound, scent, 

motion) must fulfil all requirements as listed in the Seventh 

Schedule of the Trademarks Guidelines 2019. 

– (Refer to Chapter 1: Apply for a Trademark Application) 

2.2.13.6 Denomination:  

• Check for readable characters or letters.  If the updated 

denomination in the system does not match the trademark, the 

formality officer will amend the denomination accordingly. 
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Example:  

    

Based on the case example above, the denomination of the word 

"SOUTHEAST" was mistakenly updated as "SOUTHEST". Therefore, the 

formality officer will correct the denomination error. 

Example: 
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The updated denomination is incomplete. The correct denomination is 

"BS BELLASCHA". The amendment will be made during the formality 

examination 

2.2.13.7. Desription of trademarks (NTM application) 

 

During the formality examination stage, it must be ensured that a 

description is submitted for applications involving non-traditional 

trademarks. 

If no description is provided, a Provisional Refusal will be issued, and the 

applicant will be required to file Form TMB1 along with the prescribed fee 

to submit the necessary description. 

The accuracy and clarity of the submitted description will be reviewed and 

determined during the search and examination stage. 
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2.2.13.8. Example of description for NTM  

 

Shape Marks 

 

 

a) The trademark consists of the shape of a biscuit, as shown in the 

representations attached to the application form. 

 

b) The trademark consists of the 3-dimensional shape of a rooster 

applied to the roof of a vehicle, as shown in the representations 

attached to the application form, where the vehicle itself is 

represented as dotted lines. 

 

 

c)The trademark is a three-dimensional trademark, as exemplified in 

the representation. 

 

d)The trademark is as shown in the representations attached to the 

application form. 

 

Color marks 

 

a) The trademark is the colour PURPLE depicted in the representation 

attached to the application form being approximated by reference PMS 

2685C in the Pantone Colour Formula Guide and used in relation to 

the designated goods. 
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b) The trademark consists of the colour GREEN, specifically identified as 

PMS 348C, applied to the cap of a container as shown in the 

representations attached to the application form. 

 

c) The trademark is a colour. It consists of the colours RED (specifically 

identified as PMS 032) and YELLOW (specifically identified as PMS 

116), applied to packaging and advertising materials for fresh kiwi fruit 

as shown in the representations attached to the application form. 

 

d) The trademark consists of the colour RED identified as PMS 032U 

applied in a single broad stripe to the fascia and doors of buildings.  

The colour and configuration of the trademark are shown in the 

examples attached to the application form. 

 

Sound marks 

 

a) The trademark consists of the sound of a soprano voice singing 

wordlessly to the tune represented in the musical score attached to 

the application.  The trademark is demonstrated in the recording 

accompanying the application form. 

 

b) The trademark consists of a repeated rapid tapping sound made by 

a wooden stick tapping on a metal garbage can lid which gradually 

becomes louder over approximately 10 seconds duration.  The 

sound is demonstrated in the recordings accompanying the 

application. 
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c) The trademark consists of the sound of two steps taken by a cow on 

pavement, followed by the sound of a cow mooing (clip, clop, MOO) 

as rendered in the recording accompanying the application. 

 

d) The trademark is a sound mark.  It comprises the sound of dogs 

barking to the traditional tune "Greensleeves”. “Scent marks" 

Scent marks 

 

a) The trademark is a scent mark.  It consists of the smell of roses applied 

to plastic storage boxes for domestic purposes. 

 

b) The application is a scent mark, consisting of the smell of apple 

blossoms applied to car tyres. 

 

c) The mark comprises the strong smell of bitter beer applied to the flights 

of darts. 

 

2.2.13. TRANSLATION AND TRANSLITERATION - [SECT 17(3) & 

REG 12,] 

2.2.13.1. Requirement at filing stage 

If a trademark contains words or characters that are not in Roman 

letters, or not in the national (Bahasa Malaysia) or English language, the 

applicant must submit the following upon filing the application, unless 

otherwise directed by the Registrar [Reg12(1)] 

i) Translation – The meaning of the word translated into English 

ii) Transliteration – The phonetic pronunciation of the word, if 

applicable. 
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iii) Language Declaration – A statement identifying the language of 

the original word. 

2.2.13.2. New Filing date 

If the required translation, transliteration, or language declaration is 

not provided, on the date of filing, the filing date will be determined in 

accordance with [Reg 14(5)] - the date when all missing requirements 

are fulfilled 

App Date Provisional 

Refusal 

Date 

Due Date 

For 

response 

Apply EOT 

Date (1 

month)  

Response 

Date 

New Filing 

date 

15.1.2025 15.2.2025 15.04.2025 15.04.2025 

until               

15.05.2025 

10.05.2025 10.05.2025 

 

2.2.13.3 Registrar’s Discretion 

If the Registrar is not satisfied with the accuracy or validity of the 

translation or transliteration submitted, the applicant may be required 

to provide a certified or verified copy of the translation/transliteration 

[Reg12 (3)]. 

2.2.13.4 Consequences of Non-Compliance 

If the applicant fails to provide the required translation or transliteration, 

the application will be deemed withdrawn and will not proceed to the 

next stage [Reg 12(4)]. 
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2.2.13.5 Illustration of Non-Compliance 

Scenario: 

The mark includes Arabic script. The applicant submitted the English 

translation ("Peace") but did not provide a transliteration ("Salam"). 

Issue: 

The application is incomplete because the required transliteration 

information is missing. A Provisional Refusal will be issued, and the 

applicant will be required to respond accordingly. 

    Example of non-compliance: - 
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In the above case, the submitted translation and transliteration are 
incomplete, as no transliteration information has been provided. 

2.2.13.6 Classification of goods or services – Reg 11 & Sec 19 

Every trademark application must include the following for each class of 

goods or services: - [ Reg 11(1)] 

a) A description of the goods or services. 

b) The appropriate class number. 

The description of the goods or services must: 

a) Be appropriate for that class. 

b) Clearly describe: 

• The nature of the goods or services. 

• Allow the goods or services to be classified according to the 

system in the Third Schedule. 

The classification of goods or services in the Third Schedule includes a 

pre-approved list. The applicant can choose a specification from this list- 

[Reg 11(2)]. An application can cover more than one class of goods or 

services. (multiple classes) - [Reg 11(3)] 

If an application covers all goods or services in a class, the Registrar may 

refuse it. The applicant must prove that the trademark is used or will be 

used for those goods or services once registered- [Reg 11(4)] 

When a trademark is registered, it will be classified according to the 

classification system in the Third Schedule that is in effect on the filing 

date of the application- [Reg 11(5)] 
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 “specification” refers to the description of goods or services for which a 

trademark is registered or intended to be registered- [Reg 11(6)] 

Goods or services will be classified for trademark registration according 

to a prescribed classification system. –(Sec19)  

If there is a question about the class of any goods or services, the 

Registrar will decide- (Sec 19) 

2.2.14. Formality requirements for the classification of 

goods/services for trademark registration are listed below. 

i. The appropriate class under the Nice Classification (NCL) 

must be stated for each group of goods or services. 

ii. The goods or services to be classified according to the 

system in the Third Schedule 

iii. The list of goods and services requested for trademark 

registration can be picked from the pre-approved 

listing and non-pre-approved listing. 

iv. Class headings are not allowed for Classes 5, 7, 9, 12, 

and 35 

v. Baby food/food supplements items cannot be mixed 

with poison goods in the same application, and will be 

objected to in accordance with Section 23(5). 

At the Formality stage, if an application includes both 

food and poison, it will still be accepted to proceed to 

the Substantive Examination stage, as Section 23(5) 

is applicable and will be considered during the search 

and examination stage. Formality officer must remark 

in the file note column. 
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vi. The goods or services must be clearly described using 

specific and common terms. 

vii. General or unclear terms such as "miscellaneous goods" or 

"all services" are not allowed. 

viii. The specification should reflect the actual or intended use of 

the trademark in the applicant’s business. 

ix. The specification must be written in English (If the list of goods 

or services for a trademark application is submitted in Malay, 

it will be amended or updated into English.) 

x. Do not repeat or listing the same goods/services under 

multiple classes. 

xi. Items should be listing in a clear, organized, and numbered 

format, if required. 

xii. In multi-class applications, the officer will review each class 

individually. 

(The explanation of goods and services specifications will be explained 

further under the Chapter 4: Classification of goods and services) 

 

2.2.15. Priority Claim 

 

This section provides guidance on the requirements and procedures for 

claiming priority in a trademark application based on an earlier 

application filed in a Convention country or declared foreign country, in 

accordance with Section 26 and Regulation 10(1)-(6) 

 



39 
 

2.2.16. Claim to Priority 

A person who has filed a Convention application is entitled to claim 

priority when applying for trademark registration in Malaysia, provided 

the application is for the same goods or services and is filed within six 

(6) months from the filing date of the earlier application – (Sec 26(1)) 

 2.2.17. Priority Claim Requirement application  

When claiming priority, the following information must be included at the 

time of filing or submitted within three (3) days from the filing date via a 

request to amend the application-TMB5A (accompanied by the 

prescribed fee) – [Reg10(1)] 

2.2.18. Information Required for Claiming Priority Right  

The applicant must provide the following information: 

(a) Convention Country or Declared Foreign Country 

• Name the country where the original (priority) application was filed. 

• Provide the filing date of that application. 

• If there is more than one priority application, give the filing date for 

each one. 

(b) Goods or Services Covered by the Priority Claim 

• List the goods or services for which priority is being claimed. 

• The claim can be based on: 

o (i) Some or all of the goods or services in one priority 

application; or 

o (ii) Goods or services in more than one priority application. 
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2.2.19. Submission of Supporting Documents – [Reg 10(4)] 

If the Registrar is not satisfied with the information provided, the 

applicant may be required to submit a certificate from the competent 

authority in the Convention or declared foreign country to verify: 

• The filing date of the priority application. 

• A representation of the trademark. 

• The goods/services claimed in the earlier application. 

Timeframe: The certificate must be submitted within two (2) months from 

the date of provisional refusal. Failure to do so will result in non-

recognition of the claimed priority date – [Reg 10(5)] 

2.2.20. Formality Requirements for Accepting Priority Claims 

To meet the formality requirements, the following conditions must be 
fulfilled: 

a) The name and address of the applicant and the trademark 

representation in the priority application must be similar to the Malaysian 

application. 

b) The Malaysian application must be filed within six (6) months of the 

filing date in the priority country. 

c)The goods/services claimed in the Malaysian application must not be 

broader than those claimed in the priority application. 

d) Any priority date claimed under Sections 26, 27, or 28 of the 

Trademarks Act 2019 does not alter the filing date of the Malaysian 

application, except for search purposes under Sec 29(2)  
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e) An applicant may file more than one priority claim, provided all claims 

meet the relevant requirements. 

Once the IPDC information is complete and accepted at the formality 

stage, the status of the IPDC application will be updated to "Accepted”. If 

it is not accepted, the status of the IPDC will be refused. 

Example: 

 

 

2.2.21. Signature:  

 

Ensure that the application form is duly signed by the agent or the 

applicant. In cases involving multiple applicants, the form must be 

signed by all applicants (e.g. Applicant: Wong Yean Fong & Foong Siew 

Chin) -Para 59 GTM 2019 
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Example of non-compliance; - 
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For the above-mentioned application, the applicant consists of both an 

individual and an enterprise company. It was found that only the 

company has signed the application form. Therefore, the officer is 

required to request the individual applicant to complete the signature on 

the application form. 

2.3. DRAFT RULES FOR CERTIFICATION AND COLLECTIVE 

TRADEMARKS 

2.3.1. Submission Requirement 

The applicant must submit the rules governing the use of a collective or 

certification mark to the Registrar within two (2) months from the 

application date. This submission must be accompanied by the 

prescribed fee, in accordance with subparagraph 5(1) or 5(3) of the First 

or Second Schedule to the Act - [Reg 53 (1)] 

2.3.2. Failure to Submit 

If the applicant fails to submit the rules within the stipulated time, the 
application will be deemed withdrawn as per [Reg 53(2)]. 

2.3.3. Extension of Time 

The applicant may request an extension of time, allowing for an 
additional two (2) months to submit the rules, in accordance with Reg 
[53(2)]. 

2.3.4. Effect of Late Submission 

If the rules are submitted within the extended period, the Registrar shall 
assign a new filing date, which will be the date on which the rules was 
filed, as stated under [Reg 53(2)]. 

Ilustration:  
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App Date Provisional 

Refusal 

Date 

Due Date 

For 

response 

Apply EOT 

Date (2 

month)  

Response 

Date 

New Filing 

date 

01.06.2025 10.07.2025 10.09.2025 08.09.2025 

until               

08.11.2025 

05.11.2025 05.11.2025 

2.3.5. Draft rules document  

When applying for a certification or collective mark, the applicant must 
submit the document of rules. 

During formality examination for collective /certification application, the 
officer must make sure: 

1. The applicant for the collective/certification mark is acceptable 

- The applicant for collective – only association may apply which also 
includes club, trade union and society 

- The applicant for certification - Standards organisations (e.g., ISO 

bodies), Government regulatory agencies,Industry associations (not 

directly involved in producing or selling the goods) 

2. Ensure that the draft rules document is submitted together with the 

payment of the TMA3 fee. 

2.3.6. Examination of Draft Rules document (TMA3) 

When consider the draft rules to accept or not, the officer must ensure the 

rules must clearly state the following:  

2.3.7. Collective mark (Sec 72-First Schedule)  

(a) The persons who are authorized to use the collective mark; 

(b) The conditions of membership of the association; 
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(c) The conditions of use of the collective mark, if any; and 

(d) Any sanctions or penalties imposed for the misuse of the collective 

mark, if applicable. 

Example :  
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Collective Mark contains a Geographical Indication (GI), the Rules must 

also include the following additional information: 

(a) The country, region, or locality where the goods or services originate; 

(b) The quality, reputation, or other characteristic of the goods or services 

that is essentially attributable to their geographical origin; 

(c) Details of any existing protection or registration of the geographical 

indication in the country, region, or locality of origin; and 

(d) Information regarding the use of the geographical indication in the 

country, region, or locality of origin. 
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2.3.8. Certification mark (Sec 73-Second Schedule)  

The officer must ensure the rules must clearly state the following:  

(a) The persons or parties authorized to use the certification mark; 

(b) The specific characteristics that are certified by the certification 

mark (e.g., quality, origin, material, mode of manufacture, etc.); 

(c) The methods or procedures used by the proprietor to test or 

verify those characteristics; 

(d) The supervision or monitoring measures undertaken by the 

proprietor to ensure proper use of the certification mark; and 

(e) The procedures for handling or resolving disputes between the 

proprietor and any authorized user regarding the use of the 

certification mark. 

Example :  
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Additional Requirements for Certification Marks Consisting of 

Geographical Indications 

(b) Link to Geographical Origin 

The quality, reputation, or other characteristics of the goods or 

services that are essentially attributable to their geographical origin. 

(c) Existing Protection 

Details regarding the existing protection or registration of the 

geographical indication in the country, region, or locality of origin (if 

applicable). 

(d) Actual Use 
Information concerning the use of the geographical indication in the 
country, region, or locality of origin. 
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Registrar’s Discretion on Additional RequirementsThe Registrar may, 
at their discretion, request additional information or impose further 
requirements to be included in the rules. This is to ensure proper 
examination and effective administration of the certification mark 
application. 

Filing of amended rules of collective marks or certification marks– 

(Sec 54(1) & Sec 56(1) 

 

2.3.9. Guidelines: Amendment of Rules for Registered Collective 

Marks or Certification Marks 

 

1. Application Submission 

 a) Any request to amend the rules governing the use of a                           

    registered collective mark or certification mark must be   

    submitted to the Registrar. 

b)This application is to be made under subparagraph 8(1) of  

    either: 

o the First Schedule to the Act (for collective marks), or 

o the Second Schedule to the Act (for certification marks) 

 

2. Supporting Documents and Fees 

The application must include: 

a) A copy of the amended rules, with all changes clearly shown in red. 

b) Payment of the prescribed fee as determined under the regulations. 

 

3. Registrar’s Acceptance and Publication 

If the Registrar accepts the amended rules: 
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a) A public notice will be issued, stating that the rules have been 

amended by the registered proprietor of the collective or certification 

mark. 

b) The amended rules will be made available for public inspection. 
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A comprehensive overview of the whole formality examination 
process  
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2.5.1. Examination of Expedited Application – TMA4 

Applicants may request for expedited processing to speed up the 
search and examination stages by submitting Form TMA4 together 
with the required fee. 

An applicant may file Form TMA4 to expedite the substantive 
examination even if it was not submitted together with Form TMA2 
(the trademark application). However, this is only allowed BEFORE 
the application status changes to "Accepted 

Upon receipt of Form TMA4, the following actions will be 
undertaken: 

• Updating of the General Request in the system 
• Document scanning and processing 

Once the documentation is complete, the Formality Officer will 
retrieve the listing of expedited applications for formality 
examination.  

The formality examination will be conducted within  1 month from 
the expedited date of filing. The formality examination process is the 
same as that for applications submitted through the normal route. 

The General Request will be validated, and the condition 
'Proceeding Under Subsection 17(5) of TMA 2019' will be updated 
once the General Request has been validated 

Upon completion of the formality stage, the application file will be 
immediately assigned to the Search and Examination Unit for 
further processing. 

For applications with no objections, the entire process is expected 
to be completed within approximately 4 months and 2 weeks from 
expedited date to registration  
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